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IV. Remarks. 

The Examiner entered the following rejections. 
1. Claims L 4, 6. 13. 16, 28. 31 and 43-45 are rejected under 35 USC 102(b) as being anticipated bv 
Winninger et al (US 6.033.33 IV 

As to claims J , 13, 28, 43 and 45 in the office action the Examiner notes that the abbreviated 
copy of the ISO standard provided by Applicant in the prior response did not include the referenced 
characters of standard dimensions designated H, J. K, L and M by Winninger et al, nor did Winninger 
disclose a date of issue or numbered edition of the ISO standard. 1 Consequently, the Examiner 
concluded that a written disclosure of "a definitive angle with respect to the disclosure of Winninger 
et al, other than as depicted, is not realized". 2 Absent this information, in order to support the 1 02(b) 
rejection the Examiner appears to rely solely on Winninger Fig. 1 as depicted to teach the limitation 
directed to "the ribbed profile having a rib with an angle of 
approximately 90°" ? 

Regarding the sufficiency of prior art references in support of a 102(b) rejection, the court, in 

Amzen* Inc. v. Hoechst Marion Roussel In c. 314 FJd 1313 (Fed.Cir.2003) stated that: 

"In patent prosecution the examiner is entitled to reject application claims as 
anticipated by a prior art patent without conducting an inquiry into whether or not 
that patent is enabled or whether or not it is the claimed material (as opposed to the 
unclaimed disclosures) in that patent that are at issue. In re Sasse. 629 F.2d 675. 
681,207USPQ 107, 111 (C.C.P.A.1980) ("[W]hen the PTO cited a disclosure which 
expressly anticipated the present invention ... the burden was shifted to the applicant. 
He had to rebut the presumption of the operability of [the prior art patent] by a 
preponderance of the evidence."( citation omitted)). The applicant, however, can 
then overcome that rejection by proving that the relevant disclosures of the prior art 
patent are not enabled" (emphasis added). 

In particular, the court in Sasse observed: 

"...the proper test of a description in a publication as a bar to a patent as the 
clause is used in section 102(b) requires a determination of whether one skilled in the 
art to which th© invention pertains could take the description of the invention in the 
printed publication and combine it with his own knowledge of the particular art and 
from this combination be put in possession of the invention on which a patent is 
sought. Unless this condition prevails, the description in the printed publication is 


1 Tne ISO standards actually refer to profiles FH, PJ, PK, PL and PM while Winninger specifies profiles "H, J, 
K> U and M" (3:36), which Applicant is willing to presume refers to the ISO standards for the sake of this 
argument 

2 This alone may be fatal to Winninger as a 102(b) reference since it suggests that Winninger on its face does not 
enable the claimed rib angle. 

? Applicant notes that Winninger was originally presented as a secondary reference for a 35 USC 103(a) rejection 
presented in a prior office action mailed 02/23/:>007, 
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inadequate as a statutory bar to patentability under section l02(b)P (emphasis 
added). 4 

In the instant case the law does not support the Examiner's reliance on Fig. 1 to teach the 
missing rib angle information. Fig. 1 simply does not teach any rib angle. Fig. 1 cannot be scaled 

As to the written disclosure, the inventor Winninger was careful to specify various particular 
belt dimensions, including "P" (pitch at 3:34), "L" (belt width at 3:48), "d" (twisted strand width 5:12 
and Fig, 1) and V (distance between strands 5:12 and Fig. I) 5 . Given the choice Winninger did not 
specify any angles in the specification, and instead specifically chose to rely on an extrinsic source to 
provide other apparently less relevant infoimation such as angles, namely, see US 6,033 ? 331 referring 
to ISO 9981 at 3:36-37. 

Attached to this paper is the full copy of ISO 9981. Table 1 on page 3 discloses the only 
relevant angle as noted in Applicant's earlier filed arguments, i.e., groove angle 40 Q . 6 


1 Tt is illustrative to touch on the prosecution requirements relating to 35 USC 1 12. It is well established that 
absent full, clear and exact disclosure in the specification, the examiner cannot rely on the drawings alone to 
supply missing information, and in particular incomplete drawings. The court in fn Re Olson . 41 CCPA 871, 212 
F.2d 590 (1954) stated: 

'^dinarily drawings which accompany an application for a patent are merely 
illustrative of the principles embodied in the al leged invention claimed therein and do not define 
the precise proportions of elements relied upon to endow the claims with patentability. In re 
KindermacL 178 F.2d 937, 37 C,C.P,A, A Patents, 300. See also InreBete, 166 F.2d 831/35 
C.C.P.A., Patents, 1033; Washers v. Pitchfieki 155 F.2d 408, 33 C.C.P.A., Patents, 1.099. 
Accordingly, the board in refusing to accept appellant's affidavit and the proposed amendments 
of his specification properly held: 

'The statement as to the particular spatial relationship between the parts included in 
these claims, which is objected to by the Examiner, is not clearly shown in (he drawing and there 
is nothing in the drawing which definitely supports appellant's contention. // is well known that 
Patent Office drawings are not normally drawn to scale, with the dimensions and sizes of parts 
shown to exact measurements as are shop drawings. Tn the particular case under consideration., 
the distances and dimensions involved are of the order of a few thousandths of an inch and it 
appears obvious that the drawing alone cannot be scaled qffl under these circumstances, to 
show that any particular distances or sizes are exactly equal when the specification is 
completely silent in this respect. Fox this reason, we do not consider that appellant's drawing 
supports the position he has taken in respect thereto and we will affirm the Examiner's rejection 
of these claims a$ drawn to new matter. 1 " (emphasis added). 

Olson concerned the propriety of using only the drawings to attempt to establish that ball centering 
means were equally spaced from the valve seats, given this limitation was not disclosed at all in the original 
specification. In feet, the drawings were incorrtplete so that even in the face of material which the court believed 
was patentable, the Olson court upheld the Board's rejection of all claims for Jack of disclosure. 

5 In tact, "P" and "L" relate to the "teeth 23" (ribs). Applicant addressed the meaning of "ribs" and "teeth" in a 
prior paper. 

6 Again, this source is at best somewhat ambiguous since ISO 9981 refers to a "groove" angle in Table 1, 
Applicant is willing to accept that pulley groove angle can equal belt rib angle solely for the purposes of this 
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As to the relevant date of ISO 9981, page ii states: 

"This second edition cancels and replaces the first edition (ISO 9981:1990). 
which has been technically revised. In particular, a subclause on the tolerances on the 
diameters over balls (3.3.4) has been added." 

Hence, the ISO standard in effect at the time Winninger was filed (Sep. 19, 1997) was TSO 
9981 :1990. The only change from the 1990 version to the 1998 version was made to section 33.4 
which does not alter the disclosed angle in Table 1. Hence ISO 9981 only discloses a groove (rib) 
angle of 40°. 

Page 1, section "1 Scope" of ISO 9981 states that: 

'The complete array of V-ribbed belts and pulleys of PH, PJ, PK, PL and PM 
profile for industrial and other non -automotive applications is the subject of ISO 9982. 
PK belt profile dimensions and tolerances are the same in both International 
Standards." 

As to ISO 9982: 1998, the standard in effect in 1997 was ISO 9982:1991 . Page ii states: 

"This second edition cancels and replaces the first edition (ISO 9982:1991), 
which has been technically revised. In particular, one subclause on the diameters over 
balls and another on the manufacturing tolerances for effective lengths of V-ribbed 
belts have been added." 

Hence, the ISO 9982 standard in effect at the time Winninger was filed was ISO 9982:1.991 . 
The only changes between the first edition 1991 and second edition 1998 are noted above, which do 
not include changes to groove (rib) angles. 

As so r as to groove (rib) angles for profiles PH t PJ, PK, PL and PM profiles the pulley groove 
angle is listed as 40°, see Table 1 ? page 3. Each rib on a ribbed belt engages a pulley groove, and so 
presumably has a like angle for the sake of this argument, see ] Scope on page 1 , ISO 9982. Both ISO 
standards specify a groove angle of 40° which Applicant asserts for the purpose of argument may 
correspond to a belt rib angle of 40°. No other angles arc disclosed. The tolerance range for the 
groove angle in Table 1 for both TSO standards is ±0.5°. 

Consequently, at best Winninger enables a groove (rib) angle in the range of 39.5° to 40.5°. 
Winninger fails to anticipate the noted claims because it does not enable use of the claimed rib angle 
of approximately 90°. 

The remaining claims are dependent. Applicant requests that the application be passed to 
allowance. 


argument. Nonetheless, ISO 9981 does not refer to belt "rib" angles at all. which further casts doubt on the 
capacity of the ISO standards to enable the claimed rib angle limitation of 90 D . 
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2. Claims 2 and 5, 14, 17 and 29 are rejected under 35 USC I03fa> as being unpatentable over 
Winning et al in view of Adifon etjal_(WQ_99/435 Q 8). 

Each of the noted claims are dependent. 

3. Claims 3. 15. 18. 21-22_and_3jD_are_igiected under _3 5, _USC_ 103(a) as3_eiiiig_unna tejimble over 
Winntngex_et al jn view of Adifon,_as_wt)lig!d_to claims 2, 14_and 29^andjnJ^rther view of Suhlin g (DE 
3.934.654) and Siefert (US 3.662.5961 

Each of the noted claims are dependent. 

4. Claim 19 is rejected under 35 USC 103(a) as being unpatentable over Winninger et al in view of 
Adifon et al in view of Suhling and Seifert as applied to claim 15^ and in further view of White. Jr. et 
al. 

The noted claim is dependent. 

5. Claim 20 is rejected under 35 USC 103(a) as being unpatentable over Winninger et al in view of 
Adifon et..al Suhling and Seifert and White. Jr. et al as applied to claim 19, and in further view of 
Stork (US 3.948.113). 

The noted claim is dependent. 

6. Claim 7 is rejected under 35 USC 103(a) as being unpatentable over Winninger et al in view of 
Adifon et aL as applied to claim 2 and in further view of White Jr. et al. 

The noted claim is dependent. 

lr Claims 8-10 are rejected under 35 _US_C_,1 Q3_(a)_as being unpatentable over Winninger et al in view of 
Adifon et al and White Jr et al as applied to claim 7. and in further view of Stork. 
Each of the noted claims are dependent. 

8, Claims 11 and 23 are rejected under 35 USC 103(a) as being unpatentable over of Winninger et al in 
view of Siefert. 

Each of the noted claims are depen dent. 

9. Claims 12 and 24 are rejected under 35 USC 103(a) as being unpatentable over Winninger et al. in 
view of Suhling. 
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Each of the noted claims are dependent. 

10. Claims 25, 33-34 and 36-37 are rejected under 35 USC 103(a) as being unpatentable over Winninger 
et al in view of Stork, 

Each of the noted claims are dependent. 

II- Claim 26 is rejected under 35 USC Kflfa) as being unpatentable over Winningcr et al in view of 
Suhling and further view of Stork. 

The noted claim is dependent. 

12. CJaims_35_and 38 arerejected under 35 USC 103(a) as being unpatentable QxerWinntnfter et al, 
Suhling and Seifert as applied to claim 26. and in further view of Stork . 

Each of the noted cla ims are dependent. 

13. Claims 1-2, 4-5, 1304, 16. 17, 28-29. 31 and 43-45 are rejected under 35 USC 103(aVas being 
unpatentable over Adifon et al (WO 99/43598) in view of McKav (US 2.221.9841 . 

A rejection based on 35 U.S.C. § 103 must rest on a factual basis, with the facts being 

interpreted without a hindsight reconstruction of the invention from the prior art Thus, in the context 

of an analysis under § 103, it is not sufficient merely to identify one reference that teaches several of 

the limitations of a claim and another that teaches several limitations of a claim to support a rejection 

based on obviousness. This is because obviousness is not established by combining the basic 

disclosures of the prior art to produce the claimed invention absent a teaching or suggestion that the 

combination be made. Interconnect Planni ng Corp. v. Fid , 774 F.2d 1 132, 1 143, 227 U.S.P.Q. (BNA) 

543, 551 (Fed.Cir. 1985); In Re CorkhilK 771 F.2d 1496, 1501-02, 226 U.S.P.Q. (BNA) 1005, 1009- 

10 (Fed.Cir. 1985). The relevant analysis invokes a cornerstone principle of patent law: 

That all elements of an invention may have been old (the 
normal situation), or some old and some new, or all new, is . . . 
simply irrelevant. Virtually all inventions are combinations and 
virtually all are combinations of old elements. Environmental 
Designs v. Union Oil Co. of CaL . 713 F.2d 693, 698 (Fed.Cir 1983) 
(other citations omitted). 

*** 

A patentable invention . . . may result even if the inventor has, in effect, 
merely combined features, old in the art, for their known purpose 
without producing anything beyond the results inherent in their use. 
American Hoist & Derek Co. v. Sowa & Sons. Inc., 220 U.S.P.Q. 
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(BNA) 763, 771 (Fed.Cir 1984) (emphasis in original other citations 
omitted). 

As the Court of Appeals for the Federal Circuit recently noted, "[w]hen a rejection depends 
upon a combination of prior art references, there must be some teaching, suggestion, or motivation to 
combine the references." Ecolochem. Inc. v. Southern Calif. Edison, 56 US.P.Q. 2d 1065, 1073 
(Fed.Cir. 2000). There must be a rigorous application of the requirement for a showing of the 
teaching or motivation to combine prior art references. Tn re Dembiczak , 1 75 F.3d 994, 999 (FecLCir. 
1999). This is because "combining prior art references without evidence of such a suggestion, 
teaching, or motivation simply takes the inventor's disclosure as a blueprint for piecing together the 
prior art to defeat patentability." Id. Accordingly, to establish a rejection under 35 U.S.C. § 103, a 
person of ordinaiy skill in the art must not only have had some motivation to combine the prior art 
teachings, but also some motivation to combine the prior art teachings in the particular manner 
claimed. See, e.g, ? In re Kotzab. 217 F.3d 1365, 1371 (Fed.Cir. 2000), In other words, the Examiner 
must show reasons that the skilled artisan, confronted with the same problems as the inventor and 
with no knowledge of the claimed invention, would select the elements from the cited prior art 
references for combination in the manner claimed. In re Rouffet 149 F.3d 1350, 1357 (Fed-Cir. 
1998). 

The references do not teach all of the claim limitations and hence there is no incentive to 
combine the references. In particular, as to independent claims l t 13, 28, 43 and 45 it is easily 
established that Adifon makes no mention of ribs, instead only teaching flat ropes (16), see WO c 598 
page 4, line 20. The disclosed flat ropes do not comprise nor teach nor reasonably suggest ribs. Ribs 
are simply not present nor implied. Adifon. fails as a primary reference. 

McKay does not teach nor reasonably imply the claimed rib angle. Although McKay cites 
"ribs 12", the specific disclosure cited by the Examiner (Pg. 2, lines 35-49) simply does not specify a 
rib angle, but instead only refers generally to "pyramidal recesses" or "depressions'^ at line 41 . The 
term "pyramidal" in no way teaches a rib angle range of approximately 90° since a pyramid may have 
very "steep" sides, as in an obelisk, or be very "flat" having extremely divergent sides such as with a 
very wide base and minimal height. As arjjued for the rejection in rejection no. I above, the figures in 
McKay cannot be "scaled" to reach the deaired rib angle, nor do any of the figures otherwise specify a 
rib angle. 7 Lastly, and unlike Winninger, McKay does not incorporate any other source to provide 
any "rib" angle information at all. Consequently, the combination does not enable the limitation 

7 McKay also foils as a 102(b) reference for the reasons argued jn rejection no- ) above, namely, McKay does not 
enable the claimed invention because the specification does not disclose a rib angle, and it is not appropriate to 
scale the McKay figures. 
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directed to n the ribbed profile having a rib with an angle of 
approximately 90°" . 

The remaining claims are dependent Applicant requests that the application be passed to 
allowance. 


V, Fees 

Any fees payable for this response may be deducted from deposit account 07-0475 in the 
name of The Gates Corporation. 

Thank you for your attention to this case. 

Sincerely/ 



Jeffrey Thurrtau 
Attorney for Applicant 
Reg. No. 42,183 
303-744-4743 
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